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DECI SI ON ON APPEAL
This is an appeal fromthe exanminer’s final rejection of
clainms 1-16, which are all of the clains in the application.
THE | NVENTI ON
The appel lants claima process for preparing a

pol yuret hane in the presence of ethoxyethyl propionate as a
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sol vent . Caim112 is illustrative:
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12. Process for the preparation of polyurethanes and
aqueous pol yuret hane di spersions conprising formng a
pol yuret hane in the presence of ethoxyethyl propionate as
vi scosity-regul ati ng, nonreactive comnponent.

THE REFERENCES

Blumet al. (Blum 4,981, 921 Jan. 1
1991
Chandalia et al. (Chandalia) 5, 360, 642 Nov. 1,
1994
(filed May 24,
1993)
Hlle et al. (Hille) 5,370, 910 Dec. 6
1994
(8 102(e) date Feb. 26,
1992)

THE REJECTI ON
Clainms 1-16 stand rejected under 35 U S.C. §8 103 as being
unpatentable over Hlle in view of Chandalia and Bl um

OPI NI ON

W reverse the aforenentioned rejection and renmand the
application to the exam ner.

Hi |l e discloses a process for making a pol yurethane resin
by preparing an internmediate froma specified m xture of
di ol s, diisocyanates and conpounds which contain two groups
reactive toward i socyanate groups and have at | east one group

capabl e of formi ng anions, the reaction optionally taking
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pl ace in a solvent, acetone and nethyl ethyl ketone being
particularly suitable solvents, and reacting the free

i socyanate groups of the internediate with specified polyols
(col. 3, Iline 8 - col. 4, line 21).

Chandal i a di scloses a coating conposition which is to be
subsequent |y noi sture cured and which consists essentially of
at | east one polyisocyanate prepolynmer which is the reaction
product of a polyisocyanate with an active hydrogen-cont ai ni ng
conpound whi ch can be a polyol (col. 2, lines 53-61; col. 6,
lines 37-41). The conposition can contain a solvent, the
di scl osed suitable solvents including nethyl ethyl ketone and
et hoxyet hyl propionate (col. 6, lines 1-17).1

The exam ner argues that it would have been obvious to
one of ordinary skill in the art to use ethoxyethyl propionate
as Hlle s solvent because Chandalia teaches the equival ence
of ethoxyethyl propionate and nethyl ethyl ketone as solvents
(answer, page 4).

Hille teaches that his solvents preferably are inert to

i socyanate groups (col. 4, lines 14-15; col. 7, lines 28-34).

! Blumisrelied upon by the examiner (answer, page 3) only for a disclosure of butoxypropanol
asrecited in the appellants’ dependent claim 3.
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Chandalia's solvents neet this requirenent (col. 6, line 3).
Hille, however, teaches that his solvents preferably are
m scible with water, are good solvents for the resulting
pol yur et hane, and are easily separated fromHille s aqueous
m xtures (col. 4, lines 16-20; col. 7, lines 28-34). The
exam ner has not established that Chandalia’ s ethyl et hoxy
propi onate has these properties or explained why, if
Chandal i a’ s et hyl et hoxy propi onate does not have these
properties, one of ordinary skill in the art would have been
led by the applied references to select it for use in Hlle's
process rather than being led to select a solvent having
Hlle s desired properties. Nor has the exam ner established
that the processes of Hille and Chandalia are sufficiently
simlar that Hlle' s disclosure that his desired sol vent
properties are nerely preferred would have | ed one of ordinary
skill in the art to use in Hlle s process any sol vent
di scl osed by Chandalia regardless of its properties.

For the above reasons, we conclude that the exam ner has

not carried the burden of establishing a prim facie case of

obvi ousness of the invention recited in any of the appellants’
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clains. Accordingly, we reverse the examner’s rejection.
REMAND

The appellants’ claim 12 requires that the process forns
a pol yurethane. Pol yurethanes have been defined as “[a] group
of synthetic materials characterized by the methane [sic,
uret hane]? group -NHCOO ".3®* Chandalia s polyi socyanate
prepol yner is the reaction product of a polyisocyanate and an
active hydrogen-contai ning conpound which can be a polyo
(col. 2, lines 58-61) and, therefore, has -NHCOO groups.

We remand the application to the exam ner for the
exam ner to reopen prosecution and for the exam ner and the
appel lants to address on the record whether “pol yurethane” in
t he appellants’ claim 12, when given its broadest reasonable
interpretation consistent wwth the specification, see Inre
Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Cr
1989); In re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388
(Fed. Cir. 1983); In re Herz, 537 F.2d 549, 551, 190 USPQ 461

463 (CCPA 1976); In re Ckuzawa, 537 F.2d 545, 548, 190 USPQ

2 See Hackh's Chemical Dictionary 703 (Julius Grant ed., McGraw-Hill 1969).

®1d. at 536.
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464, 466 (CCPA 1976), enconpasses Chandalia s polyi socyanate
prepol yner and, if so, whether Chandalia’ s disclosures that

t he pol yi socyanate prepol yner can be conbined with a sol vent

(col. 2, lines 58-66) and that suitable solvents include
et hyl et hoxy propionate (col. 6, lines 1-17) would have fairly
suggested, to one of ordinary skill in the art, the process

recited in the appellants’ claim12.
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DECI SI ON
The rejection of clainms 1-16 under 35 U . S.C. 8§ 103 over
Hille in view of Chandalia and Blumis reversed. The
application is remanded to the exam ner.

REVERSED and REMANDED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

BOARD OF PATENT
TERRY J. OWENS )
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

ROMULO H. DELMENDO
Adm ni strative Patent Judge
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